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" The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, hov^/ever. may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

!)□ Responsive to Gomnnunication(s) filed on 28 June 2002 . 
2a)n This action is FINAL. 2b)IE This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the nnerits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 0 Claim(s) 1-27 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 0 Claim(s) 1-27 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) Including the correction is required if the drawjng(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonm PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAll b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

1 3) ^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet, 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 



Attachment(s) 

1) [3 Notice of References Cited (PTO-892) 

2) n Notice of Drafts person's Patent Drawing Review (PTO-948) 

3) 13 Infornnation Disclosure Statement(s) (PTO-1449) Paper No(s) 2& 3 . 



4) n Interview Summary (PTO-413) Paper No(s). 

5) n Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 11-03) 
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DETAILED ACTION 



Requirements for Information 



37 CFR 1.105 states: (a) (1)ln the course of examining or treating a matter in a 
pending or abandoned application filed under 35 U.S.C. 1 1 1 or 371 (including a reissue 
application), in a patent, or in a reexamination proceeding, the examiner or other Office 
employee may require the submission, from individuals identified under § 1.56(c), or 
any assignee, of such information as may be reasonably necessary to properly examine 
or treat the matter, for example: 



(i) Commercial databases : The existence of any 
particularly relevant commercial database known to any of 
the inventors that could be searched for a particular aspect 
of the invention. 

(ii) Search : Whether a search of the prior art was made, 
and if so, what was searched. 

(iii) Related information : A copy of any non-patent 
literature, published application, or patent (U.S. or foreign), 
by any of the inventors, that relates to the claimed invention 

(iv) Information used to draft application : A copy of any 
non-patent literature, published application, or patent (U.S. 
or foreign) that was used to draft the application. 

(v) Information used in invention process : A copy of any 
non-patent literature, published application, or patent (U.S. 



Application/Control Number: 09/722,904 Page 3 

Art Unit: 3622 

or foreign) that was used in the invention process, such as 
by designing around or providing a solution to accomplish an 
invention result. 

(vi) Improvements : Where the claimed invention is an 
improvement, identification of what is being improved. 

(vii) In Use : Identification of any use of the claimed 
invention known to any of the inventors at the time the 
application was filed notwithstanding the date of the use. 

(2) Where an assignee has asserted its right to prosecute pursuant to § 
3.71(a) of this chapter, matters such as paragraphs (a)(1)(l), (iii), and (vii) 
of this section may also be applied to such assignee. 

(3) Any reply that states that the information required to be submitted is 
unknown and/or is not readily available to the party or parties from which it 
was requested will be accepted as a complete reply. 

(b) The requirement for information of paragraph (a)(1 ) of this section may be 
included in an Office action, or sent separately. 

(c) A reply, or a failure to reply, to a requirement for information under this 
section 

will be governed by §§ 1.135 and 1.136. 



The Office is requiring submission of information reasonably necessary to 
properly examine and treat the claimed subject matter under Rule 105. Of particular 
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interest is information used in drafting the present operation including information 
related to the field of endeavor or business practices used by applicants' professional 
business ventures, to show the information used in the invention process, and 
identification of any use of the claimed invention known to the inventor at the time the 
application was filed notwithstanding the date of the use. Since the application is filed 
as a small entity status, along with the fact that the assignee has at least one other 
foreign application filed under the trade name stickitsoftware.com, LLC demonstrating 
the claimed invention is well defined in the stream of commerce and an information 
disclosure statement of limited value has been filed, it appears that it would be 
appropriate to require the applicants to provide information necessary to ensure a 
quality examination may be performed by the Office. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and requirements 
of this title. 

Claims 1-21, 23, 26, and 27 are rejected under 35 U.S.C. 101 because the 
independently claimed invention does not recite a useful, concrete, and tangible result 
under In re Alappat, 31 USPQ2d 1545 (Fed. Cir. 1994) and State Street Bank & Trust 
Co. V. Signature Financial Group Inc., 47 USPQ2d 1596 (Fed Cir. 1998) such that the 
claimed invention is within the technological arts under In re Waldbaum 173 USPQ 430 
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(CCPA 1972) wherein the phrase "technological arts" is synonymous with "useful arts" 
as it appears in Article I, Section 8 of the United States Constitution. In this claim, it is 
considered that a concrete and tangible result is not recited. Specifically, the recitations 
including based at least in part on increasing amounts of credits based upon increasing 
the duration of the accumulation session, a formula selected by the participant, based at 
least in part on a quality measure, and based at least in part on awarding credits in 
increase amounts is considered not to produce a concrete result because a result 
cannot be assured or is not reproducible. The service content recitation is considered 
at abstract concept that is non-enabling. Furthermore, under In re Wamerdam, 33 F.3d 
1354; 31 USPQ2d 1754 (Fed. Cir. 1994), the enrolling, requiring, receiving, correlating, 
commencing, recording, forwarding, updating, monitoring, calculating, and debiting 
claim recitations are considered intangible because those steps are simply an abstract 
construct, such as a disembodied data structure and a method of making it, wherein 
those recitations involve more than a manipulation of an abstract idea and therefore is 
non-statutory under 35 USC 101. Because the independently claimed invention does 
not recite a useful, concrete, and tangible result, such that it is considered not within 
technological arts so that it uses technology in a non-trivial matter. Finally under Ex 
parte Bowman, 61 USPQ2d 1665 (Bd. Pat. App, & Inter. 2001) (unpublished but cited 
for analysis rather than precedent), in which an invention disclosed and claimed 
directed to a human merely making mental computations and manually plotting results 
on a paper chart is nothing more than an abstract idea which is not tied to any 
technological art and is not a useful art as contemplated by the United States 
Constitution. In this independently claimed invention, the steps of enrolling, requiring, 
receiving, correlating, commencing, recording, fonA/arding, updating, monitoring, 
calculating, and debiting claim recitations are considered nothing more than an abstract 
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idea since it is not tied to any technological art. However in order to consider those 
claims in light of the prior art, examiner will assume that those claims recite statutorily 
permitted subject matter. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale In this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C, 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1-1 1 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
von Kohorn (US 5,057,915). 



Application/Control Number: 09/722,904 Page 7 

Art Unit: 3622 

Claims 12-21 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Kalina (US 5,243,688). 



Claim 22 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by Herz 
et al. (WO 97/16796). 

Claim 23 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Scroggie et al. (US 5,970,469). 

Claim 24 is rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Williams et al. (WO 00/33222). 

Claim 25 is rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Walker et al. (US 6,018,718). 

Claim 26 is rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Eggleston et al. (US 6,061,660). 



Claim 27 is rejected under 35 U.S.C. 102(e) as being clearly anticipated by Katz 
etal. (US 6,055,513). 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Wendkos (US 5,983,196) teaches connection time rewarding. 



Any inquiry concerning this communication or earlier communication from the 
examiner should be directed to Steve Gravini whose voice telephone number is (703) 
308-7570 and electronic transmission / e-mail address is "steve.gravini@uspto.gov'\ 
Examiner can normally be contacted Monday through Friday from 6:00 a.m. to 3:30 
p.m. If applicants choose to send information by e-mail, please be aware that 
confidentiality of the electronically transmitted message cannot be assured. 
Please see MPEP 502.02. Information may be sent to the Office by facsimile 
transmission. The facsimile transmission telephone numbers for TC-3600 are: 



After-final (703) 872-9327 

Official (703) 872-9306 

Non-Official/Draft (703) 872-9325 




STEPHEN GRAVINI 
PRIMARY EXAMINER 



smg 

December 8, 2003 



